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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 01 February 2002 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) 16-21 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 01 February 2002 is/are: a)[3 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Q All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 > □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 
121: 

A. Claims 1-15 are drawn to searching messages and data stores, 
classified in class 707, subclasses 3 and 9-10. 

B. Claims 16-21 are drawn to a method for knowledge base systems, 
classified in class 700, subclass 49. 

Inventions A - B are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each 
other if they are shown to be separately usable. In the instant case, invention A 
has separate utility such as the searching for messages and message data 
stores; and invention B has separate utility such as a knowledge base systems. 
Each of the two inventions does not require the particulars of the remaining 
inventions. 

During a telephone conversation with Mr. Carroll, Kevin on April 14, 2005 
a provisional election was made with traverse to prosecute invention A, Claims 1- 
15. Affirmation of this election must be made by the Applicant in replying to this 
office action. Claims 16-21 are withdrawn from further consideration by the 
examiner, according to 37 CFR 1. 142(b), as being drawn to a non-elected 
invention. 
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2. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1 .48(b) and by the fee 
required under 37 CFR 1.17(1). 

3. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement 
be traversed (37 CFR 1 .143). 

DETAILED ACTION 

4. This Office Action is a first Non-Final Action in response to Application No. 
10/061651 filed on February 01, 2001. 

5. Claims 1-21 are presented for examination, of which Claims 16-21 are 
withdrawn from consideration as being drawn to a non-elected invention. 

6. Claims 1-5, 8, 10, 12 and 14, are rejected under 35 U.S.C. 102(e). 

7. Claims 6, 7, 9, 1 1 , 1 3 and 1 5, are rejected under 35 U.S.C. 1 03(a). 

Priority 

8. Applicants claim for domestic priority under 35 U.S.C. §1 1 9(e) is 
acknowledged. The Applicant was awarded the benefit of the earlier filing date of 
February 01, 2001. 
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Claim Rejections - 35 USC §112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 4 and 5 are rejected under 35 U.S.C. 112, second paragraph. 

1 1 . The term "immediately prior" in claim No. 4 and the term "likely to be" in 
Claim No. 5 are relative terms which renders the claim indefinite. The term 
"immediately prior" is not defined by the claim, the specification does not provide 
a standard for ascertaining the requisite degree, such as the use of time or how 
immediate, one minute, one second or what; also in regard to the term "likely to 
be" the Examiner is not sure to whether or not the message is the cause or not; 
one of ordinary skill in the art would not be reasonably apprised of the scope of 
the invention. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 
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13. Claims 1-5, 8, 10, 12 and 14, are rejected under 35 U.S.C. 102(e) as 
being anticipated by Stephen Nelson (Microsoft Press, Microsoft Outlook 98 at a 
glance, 1998, and Nelson hereinafter). 

Regarding Claims 1, 8 and 12, Nelson teaches: 

Providing a message data store for storing messages addressed to 
computerized devices of individually identified recipients within said 
organization (Page 9, i.e. Sent Items; see also Page 13; see also Page 
24, i.e. Inbox) 

receiving a user selection of at least one individual involved in a 
strategic decision, wherein a user providing said user selection includes 
any member of said organization who is affected by said strategic 
decision 1 (Pages 43, 44 and 64-67, i.e. Senior Management 2 ); 

searching said message data store for at least one strategic 
information message associated with said individual and not addressed to 
said user (Pages 9, i.e. Public Folder; see also pages 158-159 and 194); 
and 

retrieving and displaying to said user said at least one strategic 
information message associated with said individual, whereby said user 
can adjust plans to align with said individual (Pages 26 and 28). 



1 Please note that the broad term "strategic decision" is being interpreted by the Examiner as 
similar to the "Subject" of the message or e-mail. 
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Regarding Claim 2, Nelson teaches wherein the step of providing said 
message data store comprises storing message information in said message 
data store when messages are sent by said computerized devices of said 
individuals in said organization, wherein said message information includes at 
least contents of each of said messages, a date of each of said messages, a 
sender of each of said messages, and each said individually identified recipient 
of each of said messages (Page 12; see also Page 28, i.e. the image in the 
bottom with all the information regarding the original message is attached). 

Regarding Claim 3, Nelson teaches access permissions specified by said 
sender of each of said messages, and wherein only strategic information 
messages for which said user has access permission are retrieved and displayed 
(Pages 45-47; see also Page 158, i.e. element No. 6; see also Page 194). 

Regarding Claim 4, Nelson teaches wherein said step of searching said 
data store (Page 9, i.e. Inbox) includes searching said data store for related 
messages (Page 9, i.e. e-mails) received by a sender (Page 9, i.e. e-mails 
received by Paula Thurman) of said at least one strategic information message 
(Page 9, i.e. subject of the e-mails for Paula Thurman) immediately prior to 



2 "Senior Management" could be interpreted as an organization that is different from the rest of 
the members in the address book (another organization). 
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sending said strategic information message (Page 34) 3 , and wherein at least 
some of said related messages are also retrieved and displayed (pages 24-26). 

Regarding Claim 5, Nelson teaches receiving a user selection of said 
related messages that are likely to be a cause of said strategic information 
message, and wherein said user selected related messages are retrieved and 
displayed (Pages 28-29). 

Regarding Claim 10, Nelson teaches: 

receiving from a computerized device of a sender contents of a message 
and at least one recipient of said message (Page 9, i.e. Sent Items; see also 
Page 13; see also Page 24, i.e. Inbox); 

comparing said contents of said message (Page 28) to stored descriptions 
of duties of other members in said organization (Page 85, i.e. Details tab) to 
determine additional potential recipients of said message (Page 66) 4 ; 

displaying said additional potential recipients to said sender (Page 66); 

receiving a user selection of at least one of said potential recipients to add 
as a selected additional recipient of said message (Page 66-67); and 



The user or the owner of the Inbox can conduct such a search prior to sending an e-mail 
message. 

4 Please note that The Examiner is interpreting the determining step above to be similar to the 
user's ability to conduct the same steps through the use of Microsoft Outlook manually; in 
addition the Examiner would also like bring the Applicant's attention to the court case regarding 
the automation of a manual process: 

"merely using a computer to automate a known process does not by itself impart nonobviousness 
to the invention. See Dann v. Johnston, 425 U.S. 219, 227-30, 189 USPQ 257, 261 (1976); In re 
Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958)". 
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transporting said message to a computerized device of said at least one 
recipient and to a computerized device of said at least one selected additional 
recipient (Page 67, i.e. send a message to a list; see also Page 34). 

Regarding Claim 14, the limitations of this claim are similar in scope to the 
rejected limitations of both Claims 1 and 2 above, it is therefore rejected as set 
forth above. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

"(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

15. Claims 6, 7, 9, 11, 13 and 15, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Nelson in view of the Examiner Official Notice. 

Regarding Claim 6, Nelson discloses all of the claimed subject matter set 
forth above, except the reference does not explicitly indicate the step of wherein 
said at least one strategic information message is retrieved and displayed using 
a web browser, however the Examiner takes Official Notice that using web 
browsers for sending and receiving messages such as e-mails, like for example 
Yahoo mail and Hotmail are notoriously well known feature in the art. Given the 
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intended broad application of Nelson's reference, it would have been obvious to 
a person of ordinary skill in the art at the time of Applicant's invention to modify 
the teachings of Nelson by claiming the web version of an e-mail program to 
increase the system's flexibility by allowing a larger community of users to 
connect to the system, and by doing so an increase in profit would also be 
possible as more users would be interested in such a system. 

Regarding Claims 7, 9, 1 1, 13 and 15, Nelson discloses all of the claimed 
subject matter set forth above, including the step of selecting from a group 
consisting of an e-mail message (Page 9), except the reference does not 
explicitly indicate instant messages, however the Examiner takes Official Notice 
that instant messaging software such as AOL Instant Messenger, Yahoo 
Messenger and MSN Messenger are notoriously well known software in the art. 
Given the intended broad application of Nelson's reference, it would have been 
obvious to a person of ordinary skill in the art at the time of Applicant's invention 
to modify the teachings of Nelson by adding a well known program such as an 
instant messaging increase the system's flexibility by allowing a larger 
community of users to connect to the system or to use the system especially 
those who don't use or check their e-mails that often, and by doing so an 
increase in profit would also be possible as more users would be interested in 
such a system that is integrated with an instant messaging program. 
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Other Prior Art Made of Record 

16. a. Mastering Microsoft Office 2000, Professional Edition, Gini 
Couurter and Annette Marquis, 1999; and 

1 7. b. Berchtold et al. (U.S. Patent No. 6678705) discloses a system for 
archiving electronic documents using messaging groupware. 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. 

Points of Contact 

1 9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Haythim J. Alaubaidi whose telephone 
number is (571 ) 272-4014. The examiner can normally be reached on Monday - 
Friday from 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Safet Metjahic, can be reached on (571) 272-4023. 

Any response to this office action should be mailed to: 

The Commissioner of Patents and Trademarks, Washington, D.C. 20231 or 

telefax at our fax number (703) 872-9306. 
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Hand-delivered responses should be brought to the Customer Service Window of 
the Randolph Building at 401 Dulany Street, Alexandria, VA 22314 



MaytAim (Ziaufiakli 



Trn t o~er2100 
Art Unite 2161 
April 15, 2005 



^AMTZT^BY / 



